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Stanford University v. Roche Molecular Systemes, Inc.
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The San Biego Union-Tribune suBSCR

SCIENCE

USC to pay UCSD $50M and apologize for
raiding its Alzheimer’s research program
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Background IP & Foreground IP

- Background IP: Any knowledge/IP supplied to the development team(s)/
partner(s) at the start of an innovation project or collaboration.

- Foreground IP: Knowledge/IP produced by the development team(s)/ partner(s)

during the project’s duration.

-----------------------------------------------------------
*

Collaborative Research
Contract/Sponsored Research

Background IP

.
.
------------------------------------------------------------

------------------------------------------------------------------
L4
*

Foreground IP

*
lllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllllll
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Collaborative Research (A&B)
Contract/Sponsored Research (B supports A)

Background IP No Foreground IP
Owned by A

| —

Examples:

1. Scale up

2. Proof of Technology
3. Proof of Market

Commercialization requires licensing of background IP

Copyright 2022 Akkharawit Kanjana-Opas



Collaborative Research (A&B)
Contract/Sponsored Research (B supports A)

Background IP Foreground IP
Owned by A 1. Owned by A but B has first to refusal right
2. Jointly owned or owned by A or B
3.0wned by B

—
Use of Foreground IP may require licensing of background IP

Examples:
1. New Application/Use (according to B's interest)

2. Modification/Improvement
3. Serendipity



Collaborative Research (A&B)
Contract/Sponsored Research (B supports A)

Background IP Foreground IP
Owned by A (Jointly owned or Owned by A or B)
Owned by B

| —

Use of Foreground IP may require licensing of background IP

Examples:

1. New Application/Use (according to B's interest)
2. Modification/Improvement

3. Serendipity



Authorship & Inventorship &
Ownership

 Authorship is not always ownership

» Inventorship requires a legal analysis of the patent
claims and related fact

* A claim by claim analysis is required
» Inventor must contribute to at least one claim
- Each inventor owns equal and undivided interest

* Inventors assign their rights to company or
university

« Ownership rights may then be licensed

Copyright 2021 Akkharawit Kanjana-Opas
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® 191994
* filésuaynnalildans
® Exclusive licensing
® Sole right licensing
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Do & Don't of Working With Researchers For A Successful Project

Do: Don't;

- Identify key points you want to - Believe in everything you hear or see
achieve/collaborate - Try to sneak behind TTO/TLO (if any)

« Check Research compliance & IP Due - Let researcher sign the contract by
Diligence him/herself

« Work with professional intermediary - Think that researchers already know
office or staff to avoid Col & CoC what they supposed to know

« Fair and equitable benefit sharing » Take thing for granted




IP Clearance, IP Due Diligence g FTO Analysis

Freedom To Operate Analysis
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nndaunistdeyen
( IP Utilization)

maaaiemInsndawnstyan (IP Portfolio)

msfinmanudnldle (Feasibility study)

nmIiuggina (Business matching)

nmatsidugadninggunmedyan (IP valuation)

m3atandases (negotiation)
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IP Valuation

Methods
« Cost approach
« Market approach
« Economic benefits approach
* Income based
- Non-financial benefits
Results

« Estimated value
« Term sheet




Licensing
Options

* Exclusive vs non-exclusive
» Geographical limitations

* Fields-of-use limitations

» Sublicense rights

e Alternatives to a license
« Option agreement
- Evaluation agreement
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